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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments, see REMARKS, filed 06 February 2009, with respect to 
the rejection(s) of claim(s) 1-15 under 35 USC 102(b) and 35 USC 103(a) have been 
fully considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of EP 
0 656 607 to Hoshino et al; USP 4,218,674 to Brosow et al. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1, 3, 4, 8, 9 and 11 are rejected under 35 U.S.C. 102(b) as being 
anticipated by EP 0 656 607 to Hoshino et al (herein referred 'Hoshino'). 

4. Regarding claims 1 , 3, 4 and 9, the reference Hoshino discloses a method for 
checking the authenticity of an object. The object is fabricated or made by a base 
material with a distribution of taggants in the base material itself, where it is randomly 
distributed in the base material and then is mapped in an article in a scanning region of 
the object. Information corresponding to the distribution of the taggants in the scanning 
region and other factors is enciphered and recorded in a code indicator section by 
means of a processing machine. The code indicator section is optically readable such 
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as a bar code which is considered by the examiner to be a registration feature. Once 
the processing apparatus checks for the authenticity of the object by mapping the 
location of the taggants on the object of interest, the code that is produced is compared 
with data for the detection signal by means of a comparator. When the code and the 
data agree with each other, this concludes that the object is authentic (see Figure 19, 
column 3, lines 6-17, 27-34, 47-column 4, line 2, column 4, lines 20-43, column 8, lines 
24-39, column 13, lines 16-40). 

5. It is interpreted by the examiner that the taggant that is formed in the base 
material as seen in Figure 8, the taggant is combined with a first plastic, where the 
taggant is incorporated together with the base material, to form a tagged plastic and 
then molding the article from the tagged plastic to a second plastic through extrusion, is 
considered to be invisible to an unaided human eye under normal conditions. The 
taggant is formed in the first plastic, not as a coating or as imbedded wires. 
Furthermore it is interpreted by the examiner that the distribution of taggants mapped in 
the objected is considered an image, a map of how the taggants are dispersed through 
the object or item. 

6. Regarding claims 8 and 1 1 , the reference Hoshino discloses a method for 
checking the authenticity of an object. The object is fabricated or made by a base 
material with a distribution of taggants in the base material itself, where it is randomly 
distributed in the base material and then is mapped in an article in a scanning region of 
the object. Information corresponding to the distribution of the taggants in the scanning 
region and other factors is enciphered and recorded in a code indicator section by 
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means of a processing machine. The code indicator section is optically readable such 
as a bar code which is considered by the examiner to be a registration feature. Once 
the processing apparatus checks for the authenticity of the object by mapping the 
location of the taggants on the object of interest, the code that is produced is compared 
with data for the detection signal by means of a comparator. When the code and the 
data agree with each other, this concludes that the object is authentic. As seen in 
Figure 28 and 29, where the authentification method is used in an issuing process such 
as a ticket and then repayment of the ticket, the post positions numbers are entered, 
correlate the post positions to the distribution of the magnetic polymers, print the post 
positions chosen and print a barcode associated with magnetic polymer elements. 
When the scanning section of object is scanned at a later time for the magnetic polymer 
elements, an analog signal particular to the ticket is obtained. When the analog signal 
is obtained and compressed to a digital signal that relates to a particular barcode, the 
ticket can then be checked for its authenticity (see Figure 19 and 28-29, column 3, lines 
6-17, 27-34, 47-column 4, line 2, column 4, lines 20-43, column 8, lines 24-39, column 
13, lines 16-40, column 17, line 47-column 18, line 39). 

7. It is interpreted by the examiner that the taggant that is formed in the base 
material as seen in Figure 8, the taggant is combined with a first plastic, where the 
taggant is incorporated together with the base material, to form a tagged plastic and 
then molding the article from the tagged plastic to a second plastic through extrusion, is 
considered to be invisible to an unaided human eye under normal conditions. The 
taggant is formed in the first plastic, not as a coating or as imbedded wires. 
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Furthermore it is interpreted by the examiner that the marking on the item is the barcode 
associated with the distribution of the magnetic polymers and the printed barcode. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 0. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 


Application/Control Number: 10/829,368 Page 6 

Art Unit: 1797 

1 1 . Claims 5 and 6 are rejected under 35 U.S.C. 1 02(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Hoshino. 

12. Regarding claim 5, the reference Hoshino discloses the claimed invention except 
for specifically disclosing the method is tolerant to errors. Hoshino discloses in the 
method for checking the authenticity of an object, the specified scanning region to 
detect the distribution of taggants in an object is scanned while the object is moving 
(see Figure 1 1 , step S2). This step of scanning the object for the distribution of particles 
while the object is moving is considered by the examiner to be tolerant to errors. The 
step of scanning the objects for the distribution of particles does not need to be in a 
stationary position, but rather it is scanned while it is moving, which indicates there is 
error associated with the process. Furthermore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify the method 
to be tolerant to error so that upon the detection of the distribution of the random 
taggants, the verification of the object can still be checked for authenticity even though 
the distribution may not be an exact match upon comparison. 

13. Regarding claim 6, the reference Hoshino discloses the claimed invention except 
for specifically storing the data in RAM. Hoshino discloses the detection of the taggants 
distribution data may be stored in a memory of a host computer (see column 4, lines 32- 
42). It is known in the art that RAM is an old and well known form of computer data 
storage. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to verify the data stored in RAM so that the data that is stored 
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and then compared with to verify the authenticity of an object can be quickly accessed 
and confirmed. 

14. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hoshino 
as applied to claim 1 above, and further in view of USP 5,619,025 to Hickman et al 
(submitted on the Information Disclosure Statement on 22 April 2004; herein referred 
'Hickman'). 

15. Regarding claim 2, the reference Hoshino discloses the claimed invention except 
for where the item is printed with a liquid, such as a printing ink and a taggant. Hoshino 
discloses the taggant to be mixed in with the base material such as woo pulp fibers and 
fibrous magnetic polymer elements incorporated into the base material of the object for 
authentification (see column 3, lines 7-12). Hickman discloses a method for document 
verification where an object that is to be verified may include an alphanumeric indicia 
and a magnetic stripe that is formed by mixing the crystals within a carrier liquid and 
printing, spraying or painting or applied to the carrier document (see abstract, columnl , 
line 60-column 2, line 41 , column 3, line 47-column 4, line 64). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
modify the item to be verified to be printed with a liquid containing a printing ink and a 
taggant, so that the taggant to be detected can be placed in a specified desired location 
and so that the taggant is not in the material of the item but on a superficial location that 
can be easily moved or changed if desired. 

16. Claims 7 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hoshino, and further in view of USP 4,218,674 to Brosow et al (herein referred Brosow). 


Application/Control Number: 10/829,368 Page 8 

Art Unit: 1797 

17. Regarding claims 7 and 10, the reference Hoshino discloses a method for 
checking the authenticity of an object. The object is fabricated or made by a base 
material with a distribution of taggants in the base material itself, where it is randomly 
distributed in the base material and then is mapped in an article in a scanning region of 
the object. Information corresponding to the distribution of the taggants in the scanning 
region and other factors is enciphered and recorded in a code indicator section by 
means of a processing machine. The code indicator section is optically readable such 
as a bar code which is considered by the examiner to be a registration feature. Once 
the processing apparatus checks for the authenticity of the object by mapping the 
location of the taggants on the object of interest, the code that is produced is compared 
with data for the detection signal by means of a comparator. When the code and the 
data agree with each other, this concludes that the object is authentic (see Figure 19, 
column 3, lines 6-17, 27-34, 47-column 4, line 2, column 4, lines 20-43, column 8, lines 
24-39, column 13, lines 16-40). 

18. It is interpreted by the examiner that the taggant that is formed in the base 
material as seen in Figure 8, the taggant is combined with a first plastic, where the 
taggant is incorporated together with the base material, to form a tagged plastic and 
then molding the article from the tagged plastic to a second plastic through extrusion, is 
considered to be invisible to an unaided human eye under normal conditions. The 
taggant is formed in the first plastic, not as a coating or as imbedded wires. 

1 9. Hoshino does not disclose the taggant to be fluorescent. Brosow discloses a 
method for verifying authenticity of an object where random imperfections in or on the 
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base material of the object is measured and in a predetermined surface. The random 
imperfections are measured and converted into pulses which are then registered to a 
binary code, in which the binary code is compared with a previously stored binary code 
of the same object, whereby the function is released if the binary codes are identical the 
object is verified. The base material may be objects such as passports, driver's 
licenses and credit cards, to which are added are particles that may have fluorescent 
particles (see column 4, line 62-column 5, line 10). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify the taggants 
to be of a fluorescent material so that when verifying the object, the taggant is not 
visible to the human eye and can be only seen under a particular wavelength and when 
illuminated, it will not be mistaken for other particles or erroneous debris stuck to the 
item. 

20. Claims 12, 14, and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hoshino, as applied to claims 1, 8 and 9, and further in view of USP 
6,549,131 to Cote et al (herein referred 'Cote'). 

21. Regarding claims 12, 14, and 15, the reference Hoshino discloses the claimed 
invention except for where the taggant is subjected to a source of radiation. Cote 
discloses a method for covering, embedding or burying magnetically encodable regions 
invisible to the naked eye in which the taggant in substrate includes a frequency shifting 
additive, where when excitation radiation having a predetermined excitation frequency 
excites the frequency shifting additive, the additive will emit radiation having a different 
predetermined emitted frequency (see abstract, column 6, line 1 1-40). 
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22. It would have been obvious to one having ordinary skill in the art to modify the 
taggant to react to a source of radiation so that upon verification the object can be 
authenticated at only specific excitation/emitted frequencies, minimizing the false 
positives of the object or document. 

23. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hoshino 
in view of Brosow, as applied to claim 7, and further in view of Cote. 

24. Regarding claim 13, the reference Hoshino discloses the claimed invention 
except for where the taggant is subjected to a source of radiation. Cote discloses a 
method for covering, embedding or burying magnetically encodable regions invisible to 
the naked eye in which the taggant in substrate includes a frequency shifting additive, 
where when excitation radiation having a predetermined excitation frequency excites 
the frequency shifting additive, the additive will emit radiation having a different 
predetermined emitted frequency (see abstract, column 6, line 11-40). 

25. It would have been obvious to one having ordinary skill in the art to modify the 
taggant to react to a source of radiation so that upon verification the object can be 
authenticated at only specific excitation/emitted frequencies, minimizing the false 
positives of the object or document. 

Conclusion 

26. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. USP 5,601,931 to Hoshino et al. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHRISTINE T. MUI whose telephone number is 
(571)270-3243. The examiner can normally be reached on Monday-Thursday 7-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Walter Griffin can be reached on (571) 272-1447. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

CTM 

/Walter D. Griffin/ 

Supervisory Patent Examiner, Art Unit 1797 


